
The Journal of Robotics,  
Artificial Intelligence & Law

COURT
PRESS

FULL®

R A I L

Volume 6, No. 4 | July–August 2023

Volum
e 6, N

o. 4 | July–August 2023 
The Journal of Robotics, Artificial Intelligence &

 Law
 

Full Court Press

Editor’s Note: AI
Victoria Prussen Spears

AI as Inventor or Author—Developing Trends
Paul Ragusa and Nick Palmieri

AI Systems Versus Copyright Protection: Exactly Where Should We Draw the Lines?
Randall K. McCarthy

Trusting AI Systems
James W. McPhillips, Elizabeth Zimmer, Sandro Serra, and Mia Rendar

AI-Created Content of the Future: Helpful or Harmful?
Neil Sahota

Everyone’s Talking AI, Including the Federal Trade Commission: Key Takeaways from 
the FTC’s 2023 AI Guidance
Christiana State, Preetha Chakrabarti, Dalton Hughes, and Sarah Rippy

Using AI for Competitive Advantage
David L. McCombs, Dina Blikshteyn, Eugene Goryunov, and Nicolette Nunez

Why a Data Scientist Needs a Lawyer to Correct Algorithmic Discrimination
Bradley Merrill Thompson

“Take Two MOBAs and Call Me in the Morning”—Video Games May Soon Be 
Prescribed to Treat Medical Conditions
Stuart Irvin, Rujul Desai, Olivia Dworkin, and Beth Braiterman

Treating Crypto Fairly: New UK Government Consults on a Comprehensive Regulatory 
Regime for Cryptoassets
Richard Frase, Daniel Natoff, and Simon Wright



RAILThe Journal of Robotics, 
Artificial Intelligence & Law

Volume 6, No. 4 | July–August 2023

 229 Editor’s Note: AI
  Victoria Prussen Spears

 233 AI as Inventor or Author—Developing Trends
  Paul Ragusa and Nick Palmieri

	239	 AI	Systems	Versus	Copyright	Protection:	Exactly	Where	Should	
We	Draw	the	Lines?

  Randall K. McCarthy

	247	 Trusting	AI	Systems
  James W. McPhillips, Elizabeth Zimmer, Sandro Serra, and  

Mia Rendar

	257	 AI-Created	Content	of	the	Future:	Helpful	or	Harmful?
  Neil Sahota

 265 Everyone’s Talking AI, Including the Federal Trade Commission: 
Key	Takeaways	from	the	FTC’s	2023	AI	Guidance

	 	 Christiana	State,	Preetha	Chakrabarti,	Dalton	Hughes,	and	 
Sarah Rippy

	271	 Using	AI	for	Competitive	Advantage
	 	 David	L.	McCombs,	Dina	Blikshteyn,	Eugene	Goryunov,	and	

Nicolette	Nunez

	277	 Why	a	Data	Scientist	Needs	a	Lawyer	to	Correct	Algorithmic	
Discrimination

	 	 Bradley	Merrill	Thompson

	287	 “Take	Two	MOBAs	and	Call	Me	in	the	Morning”—Video	Games	
May	Soon	Be	Prescribed	to	Treat	Medical	Conditions

	 	 Stuart	Irvin,	Rujul	Desai,	Olivia	Dworkin,	and	Beth	Braiterman

	293	 Treating	Crypto	Fairly:	New	UK	Government	Consults	on	a	
Comprehensive Regulatory Regime for Cryptoassets

	 	 Richard	Frase,	Daniel	Natoff,	and	Simon	Wright



EDITOR-IN-CHIEF

Steven A. Meyerowitz
President, Meyerowitz Communications Inc.

EDITOR

Victoria Prussen Spears
Senior Vice President, Meyerowitz Communications Inc.

BOARD OF EDITORS

Melody Drummond Hansen
Partner, Baker & Hostetler LLP

Jennifer A. Johnson
Partner, Covington & Burling LLP

Paul B. Keller
Partner, Allen & Overy LLP

Garry G. Mathiason
Shareholder, Littler Mendelson P.C.

Elaine D. Solomon
Partner, Blank Rome LLP

Linda J. Thayer
Partner, Finnegan, Henderson, Farabow, Garrett & Dunner LLP

Edward J. Walters
Chief Executive Officer, Fastcase Inc.

John Frank Weaver
Director, McLane Middleton, Professional Association



THE JOURNAL OF ROBOTICS, ARTIFICIAL INTELLIGENCE & LAW (ISSN 
2575-5633 (print) /ISSN 2575-5617 (online) at $495.00 annually is published 
six times per year by Full Court Press, a Fastcase, Inc., imprint. Copyright 
2023 Fastcase, Inc. No part of this journal may be reproduced in any form—by 
microfilm, xerography, or otherwise—or incorporated into any information 
retrieval system without the written permission of the copyright owner. For 
customer support, please contact Fastcase, Inc., 729 15th Street, NW, Suite 500, 
Washington, D.C. 20005, 202.999.4777 (phone), or email customer service at 
support@fastcase.com. 

Publishing Staff
Publisher: Morgan Morrissette Wright
Production Editor: Sharon D. Ray
Cover Art Design: Juan Bustamante

Cite this publication as:

The Journal of Robotics, Artificial Intelligence & Law (Fastcase)

This publication is sold with the understanding that the publisher is not engaged 
in rendering legal, accounting, or other professional services. If legal advice or 
other expert assistance is required, the services of a competent professional should 
be sought.

Copyright © 2023 Full Court Press, an imprint of Fastcase, Inc.

All Rights Reserved.

A Full Court Press, Fastcase, Inc., Publication

Editorial Office

729 15th Street, NW, Suite 500, Washington, D.C. 20005
https://www.fastcase.com/ 

POSTMASTER: Send address changes to THE JOURNAL OF ROBOTICS, 
ARTIFICIAL INTELLIGENCE & LAW, 729 15th Street, NW, Suite 500, 
Washington, D.C. 20005.

mailto:support@fastcase.com
https://www.fastcase.com/


Articles and Submissions

Direct editorial inquiries and send material for publication to:

Steven A. Meyerowitz, Editor-in-Chief, Meyerowitz Communications Inc., 
26910 Grand Central Parkway, #18R, Floral Park, NY 11005, smeyerowitz@
meyerowitzcommunications.com, 631.291.5541.

Material for publication is welcomed—articles, decisions, or other items of interest 
to attorneys and law firms, in-house counsel, corporate compliance officers, 
government agencies and their counsel, senior business executives, scientists, 
engineers, and anyone interested in the law governing artificial intelligence and 
robotics. This publication is designed to be accurate and authoritative, but neither 
the publisher nor the authors are rendering legal, accounting, or other professional 
services in this publication. If legal or other expert advice is desired, retain the 
services of an appropriate professional. The articles and columns reflect only the 
present considerations and views of the authors and do not necessarily reflect 
those of the firms or organizations with which they are affiliated, any of the former 
or present clients of the authors or their firms or organizations, or the editors or 
publisher.

QUESTIONS ABOUT THIS PUBLICATION?

For questions about the Editorial Content appearing in these volumes or reprint 
permission, please contact: 

Morgan Morrissette Wright, Publisher, Full Court Press at mwright@fastcase.com 
or at 202.999.4878

For questions or Sales and Customer Service:

Customer Service
Available 8 a.m.–8 p.m. Eastern Time
866.773.2782 (phone)
support@fastcase.com (email)

Sales
202.999.4777 (phone)
sales@fastcase.com (email)

ISSN 2575-5633 (print)
ISSN 2575-5617 (online)

mailto:smeyerowitz%40meyerowitzcommunications.com?subject=
mailto:smeyerowitz%40meyerowitzcommunications.com?subject=
mailto:mwright@fastcase.com
mailto:support%40fastcase.com?subject=
mailto:sales%40fastcase.com?subject=


Robotics, Artificial Intelligence & Law / July–August 2023, Vol. 6, No. 4, pp. 233–238.
© 2023 Full Court Press. All rights reserved. 

ISSN 2575-5633 (print) / ISSN 2575-5617 (online)

AI as Inventor or Author—
Developing Trends
Paul Ragusa and Nick Palmieri*

In this article, the authors examine, among other things, an example of 
attempted artificial intelligence (AI) inventorship, DABUS, which was listed 
as the inventor on several patent applications around the world. They believe 
that the global response, as well as the response by various U.S. government 
entities, will inform upon the current state of AI inventorship.

Artificial intelligence (AI) has made recent headlines for devel-
oping inventions, generating artwork, producing written works, and 
even preparing tax returns. These diverse uses of AI, including to 
create utilitarian techniques and original expressive works, has led 
to a debate regarding whether and when AI can become an inven-
tor or author, along with the corresponding intellectual property 
rights accompanying this designation. 

This article examines a prevalent (and persistent) example of 
attempted AI inventorship, DABUS, which was listed as the inven-
tor on several patent applications around the world, but thus far 
with limited success. The global response, as well as the response 
by various U.S. government entities, will inform upon the current 
state of AI inventorship. 

Recent developments under copyright law, which examines 
whether an AI can be considered an author, likewise are addressed. 

Finally, this article reviews the recent notice from the U.S. Patent 
and Trademark Office (USPTO) published in the Federal Register 
seeking comments from industry stakeholders on the role that 
AI currently plays in the “invention creation process.” Although 
the USPTO has made clear its position on AI inventorship in the 
past, the notice suggests continued consideration of this important 
problem. 

DABUS—Legal Developments

In July 2019, Stephen Thaler submitted two U.S. patent appli-
cations, U.S. Application No. 16/524,350 and 16/524,532, which 
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listed as the only inventor the AI “Device of Autonomous Boot-
strapping of Unified Sentience” also known as “DABUS.”1 The 
USPTO rejected these applications, explaining that DABUS was 
not a “valid” inventor, and the issue of inventorship made its way 
to the U.S. Court of Appeals for the Federal Circuit.2 

In Thaler v. Vidal,3 the Federal Circuit affirmed the USPTO’s 
conclusion that DABUS was not a valid inventor under the patent 
laws of the United States. The court supported its decision through 
relevant statutory text, case law, and common dictionary evidence. 
First noting that the Patent Act “expressly provides that inventors 
are ‘individuals,’”4 the court sought an appropriate definition of 
“individual” because it was not defined within the Patent Act. 
Looking outside the Patent Act, the court found that the “Supreme 
Court has explained, when used ‘[a]s a noun, “individual” ordinar-
ily means a human being, a person.’”5 The Federal Circuit supported 
this view via extrinsic evidence, in the form of common dictionary 
definitions of “individual” to be “a single human being.”6 The court 
looked to its own precedent that determined an inventor must be 
a “natural person,” as opposed to a corporation or other judicial 
person.7 Dr. Thaler filed a petition for a writ of certiorari to the 
U.S. Supreme Court on March 17, 2023.8 

Dr. Thaler has met similar obstacles in the United Kingdom as 
well. There, two UK patent applications were denied before the UK 
Intellectual Property Office as they failed to identify a legitimate 
inventor. Dr. Thaler eventually appealed to the UK Supreme Court, 
which agreed to hear the case, and would mark the first instance, 
globally, of review of DABUS inventorship at the supreme court 
level.9 Oral argument was held on March 3, 2023, in which counsel 
for Dr. Thaler argued that UK law does not “require” a patent to 
include a human inventor. The UK government reiterated its posi-
tions put forth in the lower courts, and noted that the UK govern-
ment had decided, after public consultation, not to amend the UK 
patent law to allow for AI-created inventions.10 

Copyright Developments

Copyrights, especially as to images, also pose a unique chal-
lenge for the use of AI, as various parties have attempted to register 
copyrights with an AI identified as the author. Like the USPTO, 
the U.S. Copyright Office has determined that an AI “lacks the 
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human authorship necessary to support a copyright claim.”11 The 
Copyright Office has thus repeatedly rejected application to reg-
ister a copyright on a work developed or produced by an AI, such 
as “Midjourney.”12 

While AI involvement may not be prohibitive to registration, 
the registration may only cover the “expressive material” that can 
be attributed to a human author,13 with AI-generated content appar-
ently ineligible for protection. 

Dr. Thaler, and DABUS, are also active in the copyright arena, 
as the Copyright Office has (repeatedly) refused registration of 
a work titled “A Recent Entrance to Paradise,” which was, in Dr. 
Thaler’s words, “created autonomously by machine.”14 In a recent 
motion for summary judgment, Dr. Thaler highlighted the differ-
ences between patented works and copyrighted works, noting that, 
unlike the Patent Act, the Copyright Act “includes a clear regime 
for works created by authors with no natural lifespan” pointing to 
the provisions for “anonymous or pseudonymous” works as well 
as the “work for hire” system, which allows for companies to be 
registered as the “author” of a work for the purpose of registration.15 
In contrast, the Copyright Office, in its own motion for summary 
judgment, distinguished these alleged “non-human” situations, 
pointing out that the Supreme Court’s precedent emphasizes that 
“human expression” is required for copyright protection, as opposed 
to mere mechanical production.16 

Appellate courts have also consistently rejected the idea of non-
human authorship. For example, the decision by the U.S. Court 
of Appeals for the Ninth Circuit in Naruto v. Slater noted that if 
Congress intended for non-human authors (in that case, a monkey) 
to be covered by the act, it would need to clearly state its intent.17 
Given the level of deference to administrative decisions required 
by U.S. courts, the Copyright Office argues that Dr. Thaler cannot 
show that the Copyright Office’s decision was “arbitrary, capricious, 
and abuse of discretion, or otherwise not in accordance with law.”18

This policy is reiterated in the Copyright Office’s recent “state-
ment of policy,” which was released on March 16, 2023.19 The Copy-
right Office notes that if the “traditional elements” of authorship 
for a particular work “were produced by a machine,” then the work 
“lacks human authorship and the Office will not register it.”20 This 
would not apply, generally, to all works that contain any AI-gener-
ated components, such as the example in which a human “select[s] 
or arranges[s] AI-generated materials in a sufficiently creative way,” 
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which can be registered under the current law.21 Where a submis-
sion for registration contains AI-generated material, the Copyright 
Office requires the applicant to provide only human contributors 
as the authors, but also to indicate (and explicitly exclude) any 
AI-generated content that is more than de minimus content of the 
applied for work.22

USPTO’S Most Recent Guidance

Although the USPTO has been steadfast in its position that an 
AI cannot be an inventor, it remains engaged with stakeholders to 
continue considering whether and to what extent AI should be eli-
gible as an inventor. Recognizing that “AI plays a greater role in the 
innovation process” than in the past, the USPTO issued a request 
for comments related to AI and inventorship.23 In the notice, the 
USPTO presented a series of questions related to whether and how 
it should react to the increasing prevalence of AI in information.24 
This necessarily includes questions of whether AI should be con-
sidered, or even could be considered, an inventor.25 

The USPTO questions also seek to differentiate contributions by 
an AI with contributions by traditional computer systems, as well 
as quantifying the “degree” of contribution made by an AI (includ-
ing how such contributions can be presented).26 These questions 
also raise further potential patentability issues, such as enablement 
and disclosure requirements at the USPTO.27 Beyond the question 
of inventorship, the nature of an AI may present a challenge to a 
patent applicant from adequately enabling an invention as required 
by the Patent Act.28 

Notwithstanding the May 15, 2023, deadline for comments in 
response to the USPTO’s request, the notice signals a continued 
dialogue that the USPTO intends to undertake regarding AI. While 
its current positions regarding inventorship by an AI seems clear, 
it does appear to recognize the growing role that AI will play in 
future inventions.

Notes
* Paul Ragusa is a partner in the Intellectual Property section of the New 

York office of Baker Botts LLP. His practice encompasses high technology and 
Hatch-Waxman patent litigation, inter-partes reviews, intellectual property 
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portfolio management, and licensing, including of standard-essential patents. 
Nick Palmieri is an associate in the Intellectual Property section of the firm’s 
New York office. The authors may be contacted at paul.ragusa@bakerbotts.
com and nick.palmieri@bakerbotts.com, respectively.
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